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AnuHeEvsER-Buscu, v. Bupweiser Matt Propvucts 


CorPORATION 
[295 Fed. Rep. 306] 


U. S. Circuit Court of Appeals, Second Circuit 
November 5, 1923 


Trape-Marks—GerocraPHicaL Term—Seconpary Meanrno—“Bupweiser.” 
Where it was suggested that the term “Budweiser” was a geo- 
graphical term, and therefore not a technical trade-mark, held that 
if “Budweis,” the name of a town in Bohemia, and “Budweiser” are 
so nearly alike that the latter could have been called a geographical 
term, the term “Budweiser” is clearly one which has acquired in this 
country a secondary meaning. 
Same—Same Descriprive Prorerties—Beer ann Matt Sirvp. 

Plaintiff having a valid trade-mark in connection with the manu- 
facture of beer, is thereby entitled to complain of the use of that 
mark by defendant, who makes no use of it in connection with the 
manufacture of beer, but who uses it in connection with the manu- 
facture and sale of a malt sirup. (Pabst Brewing Co. v. Decatur 
Brewing Co., distinguished [13 T. M. Rep 1].) 

Appeal from the District Court of the United States for the 
Southern District of New York. For opinion of the lower court, 


see 138 T. M. Rep. 193. 


In equity. From an order granting complainant’s motion for 
preliminary injunction, defendant appeals. Affirmed. 


Gilbert § Gilbert (A. S. Gilbert, Francis Gilbert, and Jerome 
E. Malino of counsel) for the appellant. 
Archibald Coz and Daniel N. Kirby for the appellee. 


Before Rogers and Manton, Circuit Judges, and Aveustus 
N. Hanp, District Judge. 


Rogers, C. J.: The complainant is a corporation organized 
under the laws of the State of Missouri, and its principal place 
of business is in the city of St. Louis. It filed its bill of complaint 
against the defendant, which is a New York corporation, with its 
principal place of business in the city of New York. The complain- 
ant is engaged in the business of manufacturing and selling certain 
malt products. In connection with its business it uses as a trade- 
mark the name “Budweiser.” Its bill alleges that the defendant 
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infringes its trade-mark, and it seeks a perpetual injunction re- 
straining its use of that trade-mark in connection with any malt 
product not made by or for the complainant. It also prayed 
that a temporary restraining order might issue without delay, 
restraining the defendant from doing business under the name 
“Budweiser Malt Products Corporation.” An accounting and 
damages are also asked. The Court below has issued a preliminary 
injunction which may be found in the margin.’ 


It appears that in or about the year 1875 one Carl Conrad, 
the complainant’s predecessor, commenced the manufacture in St. 
Louis of a beer of distinctive character and excellence, through the 
firm of E. Anheuser & Co., consisting of Eberhard Anheuser and 
Adolphus Busch. This beer was brewed exclusively in the com- 
plainant’s brewery, and it was sold and consumed in large quan- 
tities throughout the United States and elsewhere. For more than 
40 years the complainant or its predecessor in title has put on the 
market a “Budweiser” beer, and by its skill and care built up an 
extensive reputation and demand for its product. The result was 
that at the time when the Act of Congress of November 21, 1918, 


1 Ordered, that an injunction issue herein enjoining and restraining 
the defendant, Budweiser Malt Products Corporation, its officers, agents, 
and servants, and all claiming or holding through or under it, until the 
further order of this Court, from selling or offering for sale, or otherwise 
disposing of, any malt product bearing the name or trade-mark “Bud- 
weiser,” or any imitation or infringement thereof, and from doing business 
under the name “Budweiser Malt Products Corporation,” or any name 
containing the said name or trade-mark “Budweiser” in connection with 
any malt product not by or for the complainant made, and from doing 
any other act or thing calculated directly or indirectly to represent that 
the business of the defendant is in any way associated with the business 
of complainant or that the product or products of defendant are products 
of complainant. 

And it is further ordered that the injunction directed to be issued 
herein, in so far as it relates to the use of the word “Budweiser” by 
defendant as part of its corporate name, is hereby suspended for a period 
of 40 days from the date of the entry of this order, to enable the defend- 
ant to take the proper legal steps to change its corporate name so that 
it will not violate the injunction directed to be issued herein. 

Provided, however, that nothing herein contained shall be construed 
as enjoining the defendant from using the name “Budweiser” as part 
of its corporate name in the collection of its outstanding accounts and in 
the prosecution of any actions, suits, or proceedings to recover the same. 
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known as the War-Time Prohibition Act, went into effect, more 
than $10,000,000 had been expended advertising said “Budweiser” 
and more than 38,000,000,000 bottles of “Budweiser” had been 
sold in the United States alone, and the complainant’s product, 
identified as such by the designation or mark “Budweiser,” had 
been for upwards of 30 years sold everywhere throughout the 
United States, and in Mexico, Canada, South America, and else- 
where, and in the market named had been the best-known and 
most popular malt product of its kind produced in this country. 
The mark “Budweiser” had become generally known throughout 
the United States to those interested in malt products as meaning 
the complainant’s product. 

The complainant on July 23, 1907, registered as its trade- 
mark the term “Budweiser” under the 10-year clause of the Act 
of Congress of February 20, 1905. Its registration was for beer. 
On August 12, 1920, the complainant filed an application for the 
registration of the term as a trade-mark for malt sirup claiming 
use since August 6, 1920. The application was opposed by de- 
fendant, which claimed prior use of a month or more. The case 
was pending in the Patent Office when the preliminary injunc- 
tion was issued; and it is our understanding that the case is 
still pending in that Office, awaiting the decision of this Court in 
this case. 

It appears from the testimony of the complainant’s technical 
director and chief chemist, who had been in the service of com- 
plaint since 1893, that in the manufacture of its “Budweiser” 
beer the principal ingredient that entered into its manufacture 
was barley malt, made out of choice barley grain. The barley 
malt always constituted at least 60 per cent, of the ingredients 
entering into its manufacture. It also appears from his statement 
that the present beverage made by complainant under the name 
“Budweiser” is also made by the use of at least 60 per cent. of 
barley malt, so it is proper to call Anheuser-Busch’s present 
“Budweiser” beverage a malt product. He added that the present 
beverage “Budweiser” is a malt product manufactured strictly in 
compliance with the requirements of the Volstead Act, and it is 
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a malt liquor, in that the process of fermentation constitutes part 
of the process used in its manufacture; but the alcoholic content 
of the finished article is reduced as required by the Volstead Act, 
so that the finished product as offered for sale complies with that 
act. It also appears that the complainant manufactures and sells 
“Budweiser” malt extract for the use of bakers, which is a pure 
malt extract; that it also for many years has manufactured a pure 
malt extract called Malt Nutrine, which is a medicinal malt tonic; 
and that for some time it has been engaged in preparation for the 
manufacture of a malt sugar sirup for the maunfacture of which 
malt will be used. 

It appears that beer has been brewed in the town of Budweis, 
Bohemia, formerly a portion of Austria, since the eleventh century ; 
that that beer was world-renowned for its excellent quality, which 
was due largely to the particularly fine quality of the barley raised 
in the vicinity and malted there. It was also due to the use in 
its manufacture of Bohemian pitch and Bohemian yeast as well 
as Sasser hops; and it appears that the complainant’s predecessor, 
who designated his beer as “Budweiser,” originally imported 
Bohemian barley, Bohemian pitch, Bohemian yeast, and Sasser hops 
from which it manufactured its beer in this country. 

This brings us to a consideration of the law applicable to the 
facts. It has been suggested that the term “Budweiser” is a 
geographical term, and therefore not a technical trade-mark. If 
“Budweis” and “Budweiser” are so nearly alike that the latter 
could properly have been called a geographical term, a question 
which it is not necessary now to decide, it is clear that the term 
“Budweiser” is one which has acquired in this country a secondary 
meaning. As was said by the Court in Coca-Cola Co. v. Koke Co., 
254 U. S. 143, 145, 41 Sup. Ct. 113, 65 L. Ed. 189, we may 
say in this case that: 


“Whatever may have been its original weakness, the mark for years 


has acquired a secondary significance, and has indicated the plaintiff's 
product alone.” 


The right of this complainant to enjoin the use of the name 
“Budweiser” was sustained in 1898, 25 years ago, in Anheuser- 
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Busch Brewing Association v. Fred Miller Brewing Co. (C. C.), 
87 Fed. 864, in a decision by Judge Seaman. That case was 
decided on the ground of unfair competition. The Court did not 
then recognize the complainant as having any property right in 
the name “Budweiser,” which it thought was to be regarded as 
geographical, and therefore not subject to appropriation as a trade- 
mark. The Court declares, however, that: 

“If the manufacture of beer was not of such character as to make 
this name specially applicable, and it was selected arbitrarily, and for 
the purpose of taking advantage of the established reputation of the 
complainant’s Budweiser, and with the effect of distributing its trade there- 
in, such use constitutes unfair competition—is ‘unfairly stealing away 


another’s business and good-will’—and must be regarded, in equity, as 
fraudulent.” 


It appears that even at that time the complainant’s “Bud- 
weiser” beer had an established reputation which the defendant in 
that case was seeking to take advantage of. After that decision 
the complainant, as heretofore stated, registered its trade-mark 
“Budweiser” in the Patent Office, which registration was granted 
on July 23, 1907. The registration statement is as follows: 

“The trade-mark has been continuously used in business by this 
corporation and its predecessor, C. Conrad & Co., since January, 1876. 
The class of merchandise to which the trade-mark is appropriated is 


Class 51, malt preparations, not otherwise classified, and the particular 


description of goods comprised in said class upon which the trade-mark 
is used is beer.” 


The real question in this case, as it appears to us, is whether, 
assuming that the complainant has a valid trade-mark in the term 


> 


“Budweiser,” and we have no doubt that it has in connection with 
the manufacture of beer, is it thereby entitled to complain of the 
use of that trade-mark by the defendant, who makes no use of it in 
connection with the manufacture of beer, but who uses it in con- 
nection with the manufacture and sale of a malt sirup. In answer- 
ing this question, it is necessary to consider it in the light of the 
decision of this Court in Aunt Jemima Mills Co. v. Rigney, 247 
Fed. 407, 159 C. C. A. 461, L. R. A. 1918 C. D. 1039 [8 T. M. 


Rep. 163]. In that case we held that the complainant was en- 
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titled to an injunction to restrain the infringement of a trade- 
mark under the following circumstances: 

The complainant’s trade-mark consisted in the name “Aunt 
Jemima’s,” together with a fanciful picture of a colored woman. 
This it used as a mark for its pancake flour. The Patent Office 
granted a certificate of registration for this mark as a “trade- 
mark for self-rising flour.” Thereafter the defendant engaged in 
the manufacture of sirups and other articles, and two years after 
the registration of the aforesaid trade-mark it applied for the 
registration of a similar mark for pancake sirup made by it. 
The Patent Office granted to defendant a certificate of registration 
of this mark as a “trade-mark for pancake sirup and sugar cream.” 
Some time thereafter the complainant sought to enjoin the defend- 
ant from using the trade-mark for use on its sirup. The lower 
court refused the injunction on the ground that the complainant 
used it as a trade-mark for flour and the defendant for sirup and 
that the two articles were wholly distinctive. The case was ap- 
pealed to this Court, and the decree below was reversed, and this 
Court said: 

“It is said that even a technical trade-mark may be appropriated 
by anyone in any market for goods not in competition with those of the 
prior user. This was the view of the Court below in saying that no one 
wanting sirup could possibly be made to take flour. But we think that 
goods, though different may be so related as to fall within the mischief 
which equity should prevent. Sirup and flour are both food products, 
and food products commonly used together. Obviously the public, or a 
large part of it, seeing this trade-mark on a sirup, would conclude that 
it was made by the complainant. Perhaps they might not do so, if it 
were used on flatirons. In this way the complainant’s reputation is put in 
the hands of the defendants. It will enable them to get the benefit of 
the complainant’s reputation and advertisement. These we think are 
property rights which should be protected in equity.” 

We think the above case decisive of this one, being unable to 
distinguish them in their essential facts. Malt, as the Court below 
remarked, is known to be an ingredient of beer, and Budweiser 
malt sirap suggests to the ordinary person a by-product of 
Anheuser-Busch. The connection seems to us about as close as 
that between pancake flour and pancake sirup. We think it as 
obvious in this case, as in the other, that the public, or a large part 
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of it, seeing this trade-mark on malt sirup, would conclude that 
it was made by the complainant. It would enable the defendant 
to get the benefit of the complainant’s reputation and advertise- 
ment. The use of the term “Budweiser” by the defendant under 
the circumstances is an unmistakable attempt to gain the advant- 
ages of the complainant’s reputation. The only knowledge of the 
name “Budweiser” in the United States is practically in connec- 
tion with the complainant’s product of Budweiser beer, popularly 
understood to be a malt product. The value of the term in this 
country consists of the reputation given it by the complainant. 
As the defendant obtains none of its products from Budweis, in 
Bohemia, we can discover no explanation for its adoption of the 
name, other than its desire to secure for its product the reputation 
which the complainant has built up for its product, and this the 
law does not permit it to do. 

The appellant has called our attention to Pabst Brewing Co. 
v. Decatur Brewing Co., 284 Fed. 110, 306 O. G. 887 [138 T. M. 
Rep. 1], decided in 1922, by the Circuit Court of Appeals in the 
Seventh Circuit, and he states that in that case the Court had 
under consideration the precise question here involved, and decided 
it adversely to the present appellee. If the decision in that case 
could be regarded as in conflict with the decision of this Court in 
Aunt Jemima Mills Co. case, while it would not be controlling 
upon us, it would be entitled to, and would receive, our careful 
consideration. But we do not regard that case as involving the 
same question as the one now before the Court. In the Pabst 
Brewing Company case it was decided that the name “Blue 
Ribbon,” established by the complainant as a trade-name for beer, 
was not infringed by its use as a trade-name for a malt extract, 
which could be used for making beer. But it appeared in that 
case that the name “Blue Ribbon” had been registered in the 
Patent Office more than 60 times as a trade-name in connection 
with various articles of commerce. Some of the registrations were 
for whisky, wine, vinegar, flavoring extracts, candy, chewing gum, 
chocolate, flour, bread, cigars, chewing and smoking tobacco, citrous 
fruits, fresh grapes, fresh deciduous fruits, and canned fruits. 
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In view of the very general use of the term “Blue Ribbon” as a 
trade-name, the Court concluded, very properly, as it seems to us, 
that the appellant’s right to use it was limited to its registered 
product. Indeed, the Court, in deciding the Pabst Brewing Co. 
case, itself commented upon the facts in the case now before us 
and the decision upon it in the Court below, which had already 
been rendered, and itself distinguished the two cases, saying: 


“Outside of the beer industry, the name ‘Budweiser’ had no signifi- 
cance whatever in this country, and then only as applied to the Anheuser- 
Busch product. It is as arbitrary as though it were ‘XYZ.’ The term 
‘Blue Ribbon,’ on the contrary, had long acquired special significance, 
wholly apart from its use as a trade-name for any product.” 


The order granting the preliminary injunction is affirmed. 


Rem v. St. JoHn 
[229 Pac. Rep. 863] 


District Court of Appeals, First District, California 
August 23, 1924 
Hearing denied by Supreme Court, October 20, 1924 


Trapve-Marks anv Trape-Names—Unram Competition—Ricutr To Use 

Name TRANSFERABLE WitH Goop-Wit. 

To transfer, with good-will, the right to use the name under which 
business is conducted, it is not necessary, under Civ. Code, § 993, to ex- 
pressly mention the name; though Section 992 provides that the good- 
will of a business does not include right to use the name of any person 
from whom it was acquired. 

TrapE-Marxs AND TrapE-Names—Unram CompetiTion—SITuATION OF 

Parties aND Suspsect-Marrer ConsmpeRrep. 

Under Code Civ. Proc. § 1860, declaring matters which may be 
considered for proper construction of an instrument, inquiry into 
situation of parties to and subject of instrument of sale of drug 
business is proper relative to question of right to use name or 
names under which business was conducted. 

Trave-Marxks anp Trape-Names—Unram CompPpetirioN—Evipence Hep To 

AvurnorizeE Frxpinc or Ricut to Use Names TRANSFERRED BY 

SALE. 

Evidence of names on electric sign and prepared remedies and 
drugs included in sale of drug business held to authorize finding that 
it was intended the sale should carry right to so use the names. 


& 
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Trape-Marks AND Trape-Names—Uwnrairn Competirion—Use sy Buyer or 


Bustness oF Names Unner Wuicu rr Hap Been Connucrep Hep 

Nor MIsREPREsENTATION. 

For buyer of drug business to use the name “Reid’s Drugs,” etc., 
under which the business had been conducted, and with which pre- 
pared remedies and drugs had been labeled, as under his contract 
he had the right, held not a misrepresentation to purchasers for 
which he should be denied protection against seller. 


In equity. Appeal from Superior Court, Alameda County. 
Judgment for defendant and plaintiff appeals. Affirmed. 


John G. Weir, of San Francisco, Calif., for appellant. 
Clark, Nichols § Eltse, of Berkeley, Calif., for respondent. 


Lanepon, P. J.: This is an appeal by the plaintiff from a 
decree adjudging defendant to be the owner of the right to use 
the names of “Reid’s Drugs,” “Reids,” ““Reids Drugs,” and “Reid’s 
Drug Store” in connection with the operation of a drug store 
business in Berkeley which he purchased from the plaintiff. The 
action was brought by the plaintiff seeking an injunction to restrain 
defendant from using the foregoing designations in connection with 
his business. The defendant filed a cross-complaint, alleging that 
the names heretofore referred to had become trade-names in con- 
nection with said business; that the right to use said names was 
a part of the business and good-will of the business sold by the 
plaintiff to the defendant; and asked that he be protected in the 
use of the same. Considerable evidence was introduced, and some 
conflicts appear therein, but there is evidence to support the fol- 
lowing findings from which the material facts of the case will 
appear: 

That from about May 1, 1915, to January 11, 1918, the 
plaintiff, R. I. Reid, did not engage in the drug business alone, but 
during almost all of said time said R. L. Reid was associated with 
H. L. Reid in the carrying on of the drug and pharmacy business. 
That in so conducting said business said R. L. Reid continuously 
employed drug store clerks and other pharmacists to sell drugs 
and prepare prescriptions. That said business was during said 
time located in a store at the southeast corner of Durant Avenue 
and Telegraph Avenue of the city of Berkeley, and was the busi- 
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ness sold by said plaintiff to defendant on January 11, 1918, on 
the occasion referred to in the complaint. That while the words 
“R. L. Reid, the Druggist,’”’ were employed by the said plaintiff 
in conducting said business from May 1, 1915, to January 11, 1918, 
the said business had, by the time of the sale to defendant, become 
widely and generally known, and was then widely and generally 
known by the name of “Reid’s Drugs,’ or “Reids Drugs,” or 
“Reids,” or “Reid’s Drug Store.” That said names were at the 
time of said sale in common use, and were by the said plaintiff 
intended to identify and name, and the same did in fact identify 
and name said drug business. That said four names had become 
and were largely impersonal, and had become and were, in sub- 
stance, trade-names intended by the plaintiff to designate and 
identify said drug business and drugs, prescriptions, articles, and 
preparations disposed of in connection with such business, without 
special reference to the plaintiff or person who might sell the 
drugs, articles, or preparations, or fill the prescriptions, or make 
drug preparations for such business, or do other work or things in 
conducting such business. That said names had by use become 
the names of articles, drugs, prescriptions, and special prepara- 
tions of the said store and of the business of said store, and that 
from the use thereof by defendant, in selling articles, drugs, pre- 
scriptions, or special preparations from said store inferences would 
not be drawn, naturally, that the plaintiff made or prepared or 
was the selller of said articles, drugs, prescriptions, or special 
preparations. That said names would merely indicate that the 
article or business was that to which it was originally affixed. 
From about May 1, 1915, and at the time of making the 
sale of said drug business to defendant in January, 1918, plaintiff 
and his associate and persons employed by plaintiff in conducting 
said business carried on the correspondence of said business upon 
stationery headed “Reids Drugs.” That in conducting said drug 
business plaintiff and his associate and employees used sale tags 
or tags for making memoranda of sales, headed “Reids Drugs,” 
and on the back of such tags there was printed “Phone Berk. 1910 
or 8835, Reids Drugs, when in need of anything in a hurry.” 
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That in conducting the prescription business, which was a part 
of said drug business, the plaintiff and those employed by him 
used, prior to and at the time of the sale to defendant, prescription 
blanks headed as follows: ‘““Take this to Reid’s Drugs, Prescrip- 
tion Specialists, 28324 Telegraph Avenue, Cor. Durant, Berkeley, 
Calif.” That sheets of paper containing said headings were by 
plaintiff, his associate, and their employees bound together into 
small writing pads and distributed among physicians, and were 
by such physicians given to patients, and were by such patients 
taken to said store to be filled; that said printed sheets employed 
the name of “Reids Drugs” to designate the prescription specialists 
engaged in preparing prescriptions at said store, without reference 
to either R. L. Reid or H. L. Reid, or any person engaged in 
said business. That an important part of said drug business 
which was sold to defendant was the prescription business con- 
nected therewith. That in filling prescriptions it had been the 
custom of plaintiff and his employees for many years prior to 
the making of said sale to place upon the containers of the pre- 
pared prescriptions labels which bore the number of the prescrip- 
tion filled and which indicated and showed that the same were 
drugs of that certain business known as and called ‘“Reid’s Drugs,” 
and the address of such business was invariably shown upon such 
labels to be at the corner of Telegraph Avenue and Durant Avenue, 
Berkeley, Calif. That the telephone numbers of such business 
were invariably shown upon such labels to be “Berkeley 1910” 
and “Berkeley 8835.” That the label that had customarily been 
used by said R. L. Reid upon the container of the filled prescrip- 
tions was “R. L. Reid” or “R. L. Reid, the Druggist,” said name 
being so customarily used by plaintiff while he was running said 
business alone and prior to the year 1915, the time of his associa- 
tion therein with said H. L. Reid. That said labels last named 
also showed the location of said store and its said telephone num- 
bers. That in the business of filling prescriptions in connection 
with said drug business, it was, prior to the year 1915, the 
custom for said plaintiff and those associated with him in business 
to keep a record of the original prescription as filled and delivered 
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in the ordinary transaction of said drug business, and that at the 
time of the making of said transfer said plaintiff transferred 
and delivered to defendant the books and records containing all 
the prescriptions theretofore filled in connection with such drug 
business. That said prescriptions when received had been num- 
bered, and said books and records showed said numbers, and that 
said numbers identified the prescriptions. That it was fully under- 
stood and agreed in the making of said transfer that the good- 
will of the entire business, including said prescription business, 
together with all means and facilities for continuing and per- 
petuating such prescription business, should be transferred to this 
defendant. That, owing to the changes in the addresses of differ- 
ent people who had procured such prescriptions, it is and will be 
impossible to keep a record of such addresses. That said persons 
know the store and the business where said prescriptions were 
filled by the name of the business shown upon the container of 
the prescription which they previously had filled. That the records 
of said prescriptions had beer prepared through and covered a 
period of ten years or thereabouts. That said prescriptions are 
often refilled, and the refilling of the same is a source of profit. 
That many of the orders for refilling such prescriptions are re- 
ceived by mail or by telephone. That to enjoy or make use of 
said prescription business so sold to defendant it was and is neces- 
sary for him to use the names by which such business was and 
is identified, to wit, ‘““Reid’s Drugs,” or Reids Drugs,” or “Reids 
Drug Store,” although defendant uses in connection with the 
labels of his prescriptions a statement, “Geo. St. John, Prescrip- 
tion Druggist.” 

That at the time of the said sale the said drug business in- 
cluded the business of manufacturing special remedies and prepara- 
tions in accordance with certain formulas prepared or originated 
by said R. L. Reid, and that said remedies and preparations were 
being sold at said drug store. That in selling said remedies and 
preparations printed labels were by plaintiff and his associate 
and employees placed upon the containers used in selling said 
remedies and preparations. That a portion of said labels contained 
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the statement that the article upon which the label was placed 
was manufactured by “Reid’s Drugs, Telegraph and Durant, 
Berkeley, Calif.” That labels on other of said remedies and 
preparations contained the statement that they were prepared by 
“R. L. Reid, the Druggist” that said labels last mentioned were 
some that had been printed before said H. L. Reid was associated 
in said business. That in selling the drugs which were not of 
his own manufacture the plaintiff, R. L. Reid, and his associate 
and employees, with his knowledge and consent, did, prior to and 
up to the time of the said sale, label many of such drugs with 
labels bearing the name “Reids Drugs,’ which labels contained a 
statement as to the location of the store bearing the said name 
with its phone numbers as hereinbefore given. That the names 
of said special remedies and preparations and of said drugs men- 
tioned in the preceding findings were in many instances made 
up in part of the name “Reids.’”” That among these were “Reids 
Violet Witchhazel,’ ‘“Reids Furniture Polish,’ “Reids Cold 
Cream,” “Reids Violet Toilet Cream,” “Reids Borothymol,” “Reids 
Alkasepsis,” and other preparations. That in disposing of many 
of the said special preparations last referred to and others of 
the same character it was in many instances, prior to the date of 
said sale, a practice of the plaintiff to place upon the label of the 
remedy or preparation sold the name thereof, and also a state- 
ment or indication that the same was prepared by “Reids Drugs.” 
That at the time of the sale the said plaintiff had on hand in said 
store large quantities of all the aforesaid remedies and prepara- 
tions and drugs bottled or otherwise put up in containers and 
labeled with labels glued to the same, which said containers and 
labels contained the names thereof and the matters and things 
hereinbefore referred to. That in and as a part of said transaction 
of sale all of the said preparations, together with the said labels 
pasted thereon and said containers, were sold by the plaintiff 
to the defendant; that such sale was made with the intent that 
said remedies, preparations, and drugs should be sold at retail by 
the defendant with the labels thereon and in said containers; that 
defendant still has on hand large quantities of said remedies, 


116 FIFTEEN TRADE-MARK REPORTER 


preparations, and drugs contained and labeled as aforesaid. That 
they are useless except for purposes of sale. That at the time 
of said sale plaintiff had on hand large numbers of said labels 
intended for use in the manufacture and sale of said remedies, 
preparations, and drugs. That a part of the equipment and ap- 
pliances of said business which said plaintiff sold to this defendant, 
and which were used in connection with said business, and which 
were turned over to and delivered to the defendant by plaintiff on 
the making of said sale, was a copper or brass die suitable for print- 
ing “Reids Drugs” on labels, letterheads, sale tags, blanks, or con- 
tainers. That the letters of said die were in script of the same 
style, size, and form as the die or cut theretofore used by plaintiff 
in running said business. That defendant still has on hand large 
quantities of said sale tags, prescription blanks, and labels sold 
to him by the plaintiff. That all of said stationery, all of said 
sale tags, all of said prescription blanks, and all of said labels, 
and the said die were by the plaintiff sold to the defendant and 
delivered to defendant as a part of the transaction for the sale 
of the drug store. That the same are useless and valueless except 
by using the same in the manner they have been used. 

That a part of the business sold to defendant was the making 
and selling said special remedies and preparations and drugs 
bearing the names which plaintiff had theretofore given to them. 
That the plaintiff, in selling to the defendant said drug business, 
sold to him the formulas and prescriptions whereby all of said 
special remedies and preparations were made. That the value of 
the said remedies and preparations was and is in a large part due 
to the names which the same bear and by which they have been 
advertised through the labels placed thereon. That all things con- 
tained in said names had become and were by the time of said 
sale to the defendant trade-names, and constituted a part of the 
business sold to defendant. That said remedies, preparations, 
and drugs were manufactured and put up by any of the pharma- 
cist specialists connected with said business during the time plain- 
tiff conducted said business. 
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That among the things sold to defendant was a large, heavy 
electric sign, which was made of metal, and contained the words 
“Reids Drugs,” that said sign was expensive, and was and is 
valuable, and the same cannot be changed either easily or without 
incurring considerable expense. That the letters thereon are 
raised and are a part of the metal of which the sign is made. 
That at the time of said sale said sign was equipped with an 
electrical appliance or equipment for use in making the letters of 
said words visible by night. That said equipment was and is a 
part of said sign. That said sign was used by plaintiff after 
he had associated with him in business said H. L. Reid, and said 
sign was not used by plaintiff to designate the plaintiff himself, 
but was a name which designated said drug business and the 
location thereof, without any special reference to the persons own- 
ing or engaged in conducting said business. That said sign has 
been used by the defendant ever since said sale. That a part of 
the price paid by defendant for said business and equipment was 
paid for said sign, and that it was bought and sold as a thing 
to be used by defendant. That the defendant is still engaged in 
using all of said stationery, sale tags, prescription blanks, labels, 
names, and the said sign. That the same are not and never have 
been used by the defendant for the purpose of leading customers 
to believe that the plaintiff owns or conducts said business, but 
solely and only for the purpose of saving to defendant that which 
he bought and paid for in said sale. That the right to use said 
names, labels and the said sign was a part of the business and 
good-will of the business sold to defendant by the plaintiff. That 
the defendant is the owner, and since the date of the sale of said 
drug business has been the owner, of the right to use the names 
hereinbefore mentioned in the conduct of said business, and to use 
and sell the stock of drugs, remedies, etc., and the stock of labels 
sold to him by the plaintiff. 

We have set forth the findings thus fully because they embody 
substantially the facts pleaded by the defendant in his cross- 
complaint upon which the judgment appealed from was secured, 
and also embody the facts as disclosed by the evidence most 
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favorable to the defendant, and they also answer most of the 
points made by appellant in his briefs. 

In this case the transfer of the business was made, admittedly, 
by an instrument reading, in part, as follows: 

“R. L. Reid * * * does by these presents sell unto the party of the 
second part * * * his right, title, and interest of, in, and to all of that 
certain drug store business now being conducted under the name of 
Reid’s Drugs, * * * together with the good-will thereof, all the stock of 


drugs and merchandise now on hand, all appliances and all equipment and 
fixtures used in connection with said business.” 


Appellant contends that Section 993 of the Civil Code made it 
necessary for plaintiff to expressly mention the name under which 
the business was conducted in order to transfer to defendant the 
right to use the same. But said section does not so provide. It 
reads: 


“The good-will of a business is property, transferable like any other, 
and the person transferring it may transfer with it the right of using the 
name under which the business is conducted.” 


That is precisely what the Trial Court has found that the 
plaintiff did—transferred, with the good-will of the business, the 
right to use the name under which it was conducted, and we 
think no other fair inference could be drawn from the fact that 
defendant paid for a large electric sign bearing such name, and 
and for labels and containers bearing such name, and for drugs 
and special remedies in packages and containers bearing such name. 
Section 992, Civil Code, provides that the good-will of a business 
does not include the right to use the name of any person from 
whom it was acquired, but the judgment does not give to defendant 
such a right, but merely the right to use what was found to have 
become an impersonal designation which had become a trade-name 
and which was transferable with the good-will of the business 
under the provisions of Section 993, Civil Code. The evidence 
in the record all tends to show that when the good-will of the 
business, the stock of drugs, and merchandise and appliances, 
equipment and fixtures, were sold to defendant, all of which bore 
the name under which the business was being conducted, it was 
the intention of the parties that the defendant should have the 
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right to use such name or names in selling such drugs and mer- 
chandise, and in using the equipment, appliances and fixtures; 
otherwise all these articles for which he had paid would have been 
valueless to him. With reference to the plaintiff's name the judg- 
ment merely gives to defendant the right to sell such remedies and 
preparations as he purchased from plaintiff for the purposes of 
sale which happen to bear labels with plaintiff’s name thereon. 

The inquiry into the situation of the parties and of the subject 
of the instrument of sale was proper in order to determine just 
what the parties intended to buy and sell in the transaction. 
Section 1860 of Code Civ. Proc. provides: 


“For the proper construction of an instrument, the circumstances under 
which it was made, including the situation of the subject of the instrument, 
and of the parties to it, may also be shown.” 


Under this section evidence at a large electric sign bearing the 
name “‘Reids Drugs” was sold to defendant; that a large stock 
of prepared remedies and drugs bearing glued labels with similar 
inscriptions was sold to him, obviously, for resale; that a large 
prescription business was sold to him; and that the orders for 
refilling such prescriptions, naturally, would come to the store 
under the name designated in the original prescription, and numer- 
ous other matters in the record all indicate, we think very clearly, 
that it was the intention of the parties that the sale of these 
articles should carry with it the right to use the designation they 
were carrying, and the trial Court has so concluded. 

The only other point made by the appellant is that relief 
should have been denied to the defendant upon the theory that 
his use of the designations hereinbefore set out for the business 
he is conducting and the articles he is selling constitutes a mis- 
representation to purchasers. This objection is also answered 
by the findings that the names used by defendant had long ceased 
to have any personal significance, but were used as impersonal 
designations of the business and to indicate articles of sale in 
said business to which they had originally been affixed, and that 
said names did not cause customers to infer that the plaintiff 
operated the drug store or prepared the remedies or prescriptions, 
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and that the defendant does not use such names with the intention 
that customers shall so infer. 

In conclusion, the entire case presents a situation where the 
plaintiff and defendant are disputing about a single fact—the 
sale of the right to use the names. There is some conflict in the 
evidence upon some points, but there is an unusual amount of 
evidence in support of the conclusion which the trial Court drew 
from all the facts and circumstances surrounding the parties, their 
negotiations, and the subject-matter of their contract. 

The judgment is affirmed. 

We concur: Sturtevant, J.; Nourseg, J. 


Ismpore SuHapiro v. Lovis BaLaBan 
New York Supreme Court, Appellate Division 
June 6, 1924 


Unram Comprtrrion—Connuctinc Launpry Business Near PL arntirr’s 
Prace or Busrness—Ervecr or Resrraicrive Covenant—Derenpv- 
ant Nor Susyecr to Restricrion—Insuncrion Penvente Lire 
DENIED. 

An injunction pendente lite will be denied in an action to restrain 
defendant from conducting a hand laundry business within five city 
blocks of plaintiff's place of business, where it appears that the 
plaintiff bought his business from the defendant’s wife who executed 
a bill of sale containing a restrictive covenant against her entering 
into the same business within five city blocks for a period of two 
years, that the defendant was not mentioned or referred to in the 
bill of sale, and that the only basis for plaintiff's cause of action is 
an allegation that the defendant was the actual owner of the 
business, which he was operating through the agency of his wife for 
the purpose, known to the plaintiff, of preventing his creditors from 
reaching the business. The alleged oral agreement on the part of de- 
fendant restricting him from entering into competitive business was 
not shown, and furthermore, if it had been shown, it would have been 
void under the Statute of Frauds. 


In equity. Appeal by the defendant, from an order of the 
Supreme Court, granting plaintiff's motion to continue an injunc- 
tion pendente lite contained in an order to show cause restraining 
the defendant, pending the trial of the action, from in any manner 
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maintaining or conducting, directly or indirectly, a hand laundry 
store business within a radius of five square blocks from the 
plaintiff's premises. Reversed. 


Jacob M. Mandelbaum (Morse S. Hirsch of counsel), both 
of New York City, for the appellant. 

Benjamin Levine (Max Schwebel of counsel), both of New 
York City, for the respondent. 


Martin, J.: The complaint alleges that on the 18th day of 
May, 1922, the parties, defendant acting through his wife as 
his agent and representative, purchased, as copartners, a certain 
hand laundry business conducted in a store at No. 207 East Fifty- 
eighth Street, and that they continued the business at that place, 
as copartners, up to the 3rd day of February, 1928; that on said 
date the defendant, acting through his wife, sold his one-half 
interest in the business to the plaintiff for the sum of $3,500, 
and that the defendant caused his wife to sign a bill of sale of 
such interest. Plaintiff then sets forth that the bill of sale con- 
tained a covenant made by defendant, through his wife, that de- 
fendant would not engage in a similar business within a radius 
of five blocks from said store; that in violation of the said cov- 
enant and agreement, made between the plaintiff and the defendant, 
the defendant opened a business of the same kind within a radius 
of five square blocks from said store and on the same block 
therewith, and did compete and does compete with the plaintiff 
in violation of the agreement. 

The complaint further alleges that in violation of the re- 
strictive agreement, the defendant leased premises No. 222 East 
Fifty-eighth Street, Borough of Manhattan, which is near the 
plaintiff's place of business; that since the 8th day of March, 1924, 
the defendant has been personally in the store at the above ad- 
dress, and has sent out an employee to solicit trade in the neighbor- 
hood. Plaintiff then asks for a permanent injunction against the 
defendant restraining him from conducting a hand laundry busi- 
ness within five square blocks from premises No. 207 East Fifty- 
eighth Street, Borough of Manhattan, city of New York. 
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Plaintiff appears to rely on an alleged oral agreement not 
to compete made by defendant and on a written agreement made, 
not by defendant, but by Esther Balaban, the wife of defendant. 
The defendant asserts that the allegations of the complaint are 
false; that no covenant to refrain from competition was ever made 
by him. The opposing affidavits assert that Esther Balaban for 
many years prior to her decease had been engaged in the hand 
laundry business in her own name. Ten years before any trans- 
action between her and plaintiff, she bought a hand laundry on 
One Hundred and Sixteenth Street. Her transactions with plain- 
tiff commenced in 1922. In May of that year Henry Sobel sold 
the laundry now conducted by plaintiff to Esther Balaban and 
plaintiff jointly. This transaction was consummated by a bill of 
sale from Sobel to Esther Balaban and plaintiff. They continued 
to conduct that business until the month of February, 1923. 
Esther Balaban then became ill and subsequently died. 

During her illness, defendant at times assisted in the work 
incidental to the business. On February 8, 1923, defendant’s wife 
and plaintiff dissolved their partnership, and by a bill of sale in 
writing she conveyed to plaintiff her interest in the business. Si- 
multaneously with such conveyance, she covenanted in writing not to 
engage in the same kind of business for two years within a radius 
of five square blocks. With plaintiff's knowledge and approval, 
at that time, she made an affidavit of title wherein she averred 
“that she is the sole and absolute owner of the property described 
in said bill of sale and has full right to transfer and sell the 
same.” 

Defendant Louis Balaban is neither mentioned nor referred 
to in the bill of sale, covenant or affidavit of title. The proceeds 
of the sale to plaintiff were deposited to the account of Esther 
Balaban in the State Bank. These moneys appear to have been 
used by her as her sole and exclusive property up to the time of 
her decease. It was not until after her death and until about 
one year after she had sold her interest in the laundry business 
that the defendant opened a similar business within the said radius 
of five square blocks. 
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All the transactions of plaintiff in connection with the pur- 
chase and sale of the laundry appear to have been with the de- 
fendant’s wife, and not with him. The restrictive agreement is 
not shown to be his. In this respect the allegations of the com- 
plaint are not sustained by the evidence presented on this mo- 
tion. 

The affidavit of plaintiff would not warrant the intervention 
of a Court of Equity. He says: “Your deponent further states 
that at the time this arrangement was entered into on May 18, 
1922, Louis Balaban was unable to use his own name because 
there were judgments outstanding against him and for that reason 
his wife’s name was used in the bill of sale; however, she in 
nowise contributed any share of the money into the business 
and at no time from the 18th day of May, 1922, to the 5th 
day of February, 1923, when he sold his share of the business 
did his wife Esther Balaban have anything to do in the business.” 

He contends that the defendant was represented by his wife 
who acted as defendant's dummy during the period she was as- 
sociated with plaintiff. If that be true, he appears materially to 
have assisted the defendant in deceiving his creditors, by making 
it appear that defendant’s wife owned the business. From this 
viewpoint his position is not such as to appeal to this Court. 

The evidence did not warrant the granting of the motion 
against defendant on the theory that the covenant in the bill of 
sale was binding on defendant. 

The alleged oral agreement appears to be as wholly un- 
founded as the alleged written agreement. Furthermore, such an 
agreement would have been void by virtue of the Statute of 
Frauds (Pers. Prop. Law, § 31). 

In McGirr v. Campbell (71 App. Div. 83) it was said: “This 
contract was that the defendant would not again enter into or 
carry on the business of gathering, shipping or selling manure 
for a period of twenty-seven months. It was an entire contract 
covering the period. Its performance required the defendant not 
to act for twenty-seven months, and thus by its terms it was 
not to be performed within one year. This agreement is analogous 
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to a contract for an employment which was to continue for a 
longer period than one year; and such agreements have always 
been held to be within the statute.” 

This motion should not have been granted. The order should 
be reversed, with ten dollars costs and disbursements, and the 
motion denied, with ten dollars costs. 

CrarkeE, P. J.. Merrett, Fincw and McAvoy, JJ., concur. 

Order reversed, with ten dollars costs and disbursements, and 
motion denied, with ten dollars costs. 


Ex parte Tue Apex E.vectricaL MANUFACTURING CoMPANY 
The United States Patent Office 
April 4, 1924 


Parmnts aNnpD Lasers—Prints—Must se Descriptive or ARTICLE. 

A proposed print consisting of the picture of an hourglass on 
which is printed “A Woman’s Time How Much is it Worth?” is not 
descriptive of an article of manufacture, as required by the rules, 
unless that article be an hourglass. 

Same—Parints anp Trave-Marxs DistincuisHen. 

If the matter described in the preceding paragraph indicates ap- 
plicant’s goods, it must be a trade-mark, since it is not descriptive 
of the goods and carries no term indicating what the goods are. 

Same—Paints—Porrtion or a Crecunar on PAMPHLET. 

An applicant may not pick out and separate a portion of a cir- 

cular or a pamphlet and register that portion as a print. 


On appeal from a decision of the Examiner. Affirmed. 


Smith & Freeman, of Washington, D. C., for applicant. 


Fennine, A. C.: This an appeal from the action of the 
Examiner of Trade-Marks refusing registration of a print. The 
identical matter here involved was considered and decided adverse- 
ly to applicant in Ex parte Royal Medicine Company, 100 O. G. 
2775, 1902 C. D. 387. 

The print proposed consists of the picture of an hourglass 
on which is printed “A Woman’s Time How Much is it Worth?” 
The specimens submitted consist of the front or cover page torn 
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from a circular or pamphlet. It is clear that there is nothing in 
the print complying with the requirement of the rules which is 
descriptive of an article of manufacture, unless that article be 
an hourglass; but the present application does not relate to a 
print for an hourglass. 

The law clearly distinguishes between a print or a label and 
a trade-mark. If the matter here presented indicates applicant’s 
goods, it must be a trade-mark, since it is not descriptive of the 
goods and carries no term indicating what the goods are. One 
looking at the print presented would get no definite idea of the 
message which it was intended to convey. Applicant calls at- 
tention to the fact that the statute relates to prints or labels 
designed to be used for any other articles of manufacture. The 
word “designed” apparently means the same as intended. Ap- 
plicant suggests that the intention may be proved in several ways. 
Applicant admits that if the print itself bears on its face descrip- 
tive matter indicating the goods which it advertises it is an 
appropriate way of indicating intention. It is also insisted that a 
statement by the applicant that the print is intended for use in 
connection with definite goods should be considered sufficient proof. 
It is to be remembered, however, that the statute provides that 
there shall be deposited at least two copies of the print as actual- 
ly published. It is clear, then, that if the print is intended to be 
used for other articles of manufacture, the print as published will 
clearly indicate that fact by carrying matter descriptive of the 
other articles of manufacture. This indication is clearly absent 
in the present case. 

I know of no holding that, nor do I know of a logical reason 
why, applicant may pick out and separate a portion of a circular 
or a pamphlet and register that portion as a print. If that were 
permissible, an ornamental title-page to any book could be so 
registered. The print here submitted apparently is an integral 
part of a circular or pamphlet. Apparently the circular or pamph- 
let as a whole may receive proper protection if deposited in the 
office of the Register of Copyrights with the proper formality. 
As such, Section 8 of the Copyright Act of 1909 would seem to 
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give sufficient protection for that component part of the circular 
which appears on the cover. Deception might be worked upon 
the public by allowing registration of the present matter as a 
print, since the placing of the copyright notice on the title-page 
of the pamphlet would indicate to the public that the pamphlet 
as a whole is protected by copyright. 

The decisions support the action of the Examiner and logic 
supports it. 

The Examiner of Trade-Marks is affirmed. 


Ex parte Tue H. K. H. Sitk Co. 
November 6, 1924 


Trape-Marxs—Actr or 1920—Arnrrrary Marx Nor RecistraBre THERE- 

UNDER. 

Held that if the words “Ready for Use” are arbitrary and not 
descriptive they are not registrable as a trade-mark under the 
Act of 1920. 

Same—Trape-Mark Use—Worps Nor Usep to Inpicate Source or Oricrn. 

Where the words “Ready for Use” do not actually indicate source 
or origin of the goods, held that they are not used as a trade-mark. 


On appeal from the Examiner refusing to register. Affirmed. 
Munn & Co., of Washington, D. C., for the applicant. 


Fennine, A. C.: Applicant appeals from the Examiner of 
Trade-Marks refusing to register under the Act of 1920 “Ready 
for Use” as a trade-mark for pure and artificial silk threads. 

The words are in the midst of a fanciful design of a label 
containing other matter which is of equal prominence with the 
words here in issue. Although registration is applied for under 
the Act of 1920, applicant devotes a part of its brief to an ap- 
parent endeavor to show that the words are not descriptive, but 


are arbitrary. Such a showing of course will preclude registration 
of the mark under the Act of 1920. 

I am unable to believe that the words shown in the drawing 
actually indicate source or origin of the goods and must hold that 





DECISIONS OF THE COMMISSIONER OF PATENTS 127 


the words are not used as a trade-mark. Registration must there- 
fore be refused in view of Ex parte Marret, Bonnin, Lebel and 
Guieu, 808 O. G. 281, 1928 C. D. 16 [18 T. M. Rep. 451]; Ez 
parte Keyless Auto Clock Company, 809 O. G. 228, 1928 C. D. 25 
[18 T. M. Rep. 451] and Ex parte Ashaway Line § Twine Mfg. 
Co., 329 O. G. 264 [14 T. M. Rep. 116], refusing registration 
of “Extra Strength.” See also In re B. F. Goodrich Company, 
318 O. G. 663, 1928 C. D. 260, 52 App. D. C. 261 [18 T. M. 
Rep. 182]. 
The Examiner of Trade-Marks is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920: Use Not Exclusive 


Kinnan, F. A. C.: Held that neither the American Wood- 
working Machinery Company, nor the American Saw Mill Ma- 
chinery Co. was entitled to registration, under the Act of 1920, 
of the word “American” as a trade-mark for woodworking ma- 
chinery, and that the registrations which each had obtained should 
be cancelled. 

The ground of these decisions is that when the Act of 1920 
is construed as a whole the bona fide use specified in Section 1 
thereof must be construed to mean “exclusive” use and that since 
both parties were using the mark, neither had had this exclusive 
use. 

In the decision in Cancellation Proceeding No. 974, the First 
Assistant Commissioner, after quoting from Section 1 of the Act 
and referring to the provisions of Section 2 for cancellation of 
the registration, said: 


“Construing these two sections together it is believed proper to hold, 
and it has been heretofore held, that the one year use referred to in 
Section 1 (b) means use to the exclusion of others (citing decisions).” 

After referring to the argument that the words “entitled to 
the exclusive use” do not mean actual exclusive use or sole use 
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but should be construed to mean the right to exclusive use, although 
such use was not actually exercised because someone else was 
using the mark but not rightly so, the First Assistant Commis- 
sioner said: 


“It may well be urged that for the sole purpose of obtaining registra- 
tion in Cuba, in accordance with the terms of the Buenos Aires Convention, 
either appellant or appellee possibly would, under the act, be entitled to 
registration, but such an interpretation at once raises questions as to the 
respective rights in this country, especially under Sections 3 and 4 of 
the 1920 Act. The respective rights in this country are deemed paramount 
to the right to Cuban registration and such an interpretation of the 
law, if reasonable, should be followed as would not involve parties in 
legal proceedings to determine their respective rights in this country.” 


And after referring to the decision of the Court of Appeals of 
the District of Columbia in the case of Worcester Brewing Cor- 
poration v. Rueter §& Co., 1883 O. G. 1190, 830 App. D. C. 428, 
construing the ten-year clause of the Act of 1905, in which it 
was held that the word “exclusive” as there used meant sole use, 
said: 


“While it is recognized the language appearing in Section 2 of the 
1920 Act is not the same as that had in view by the Court, yet both these 
clauses had in view the same general purpose of granting to one who has 
used a mark in trade for a certain period, differing in length in 
the two acts, the right to a registration. The 1920 Act, in providing for 
registration of terms, geographical and descriptive, which everyone has 
a right to employ, would seem to have contemplated permitting regis- 
tration, of such terms only after a sort of secondary meaning had been 
established and the statute provides that such meaning may be established 
only by exclusive use for one year. If several parties were using the 
same mark for a period and while such use continued, one of them 
sought and obtained registration under the 1920 Act, it would enable 
such party to take away from the others rights that they had already 
been exercising and in possession of. It would seem, in consequence, 
that the section should be construed in the manner in which the Court 
of Appeals construed the ten-year clause.” 


In Cancellation Proceeding No. 999, the First Assistant Com- 
missioner, after pointing out that only those marks which were 
not registrable under the Act of 1905 could be registered under 
the Act of 1920, and referring to the decision of the Court of 
Appeals in the case of Worcester Brewing Corporation v. Reuter 
§ Co., supra, in which it was held that the words “exclusive use” 
in the ten-year clause of that act meant sole or actual use, said: 
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“There is no provision for opposition or interference proceedings 
under this 1920 Act. It would seem, therefore, Congress did not intend 
priority of adoption to be determinative in cases of registration under 
this Act but relied upon the exclusive use for one year as a condition 
precedent to a right to registration, failing which such right does not 
exist. That this view of the Act is proper is also evidenced by the 
fact that prior to the passage of the 1920 Act, geographic and descrip- 
tive words could not be appropriated as trade-marks except under the 
ten-year clause of Section 5 of the 1905 Act. Prior to the passage of 
the 1920 Act, the respondent obtained no right to exclude petitioner 
from the use of the mark both parties were using.” 


And after referring to the decision of the Supreme Court 


of the United States in Elgin National Watch Company v. Illinois 
Watch Company, 179 U. S. 667, said: 


“These cases are conclusive that respondent, notwithstanding its 
earlier adoption and use of the mark, never obtained any right to exclude 
the petitioner from using the mark. Possibly, under the doctrine of 
unfair trade, the petitioner could be excluded from using the mark in 
such a way as to simulate respondent’s particular manner of use. The 
passage of the 1905 Act did not change the doctrine announced in the 
Elgin case. At that time of the passage of the 1920 Act both parties 
were using the mark and had been doing so for fifteen or more years. 
It is clear, therefore, that respondent was at no time able to qualify 
under Section 2 of the 1920 Act as to being ‘entitled to the exclusive 


use of the mark * * * at the date of its application for registration 
thereof.’ ”? 


Amendment of Drawing 


Fennine, A. C.: Registration was sought for “9/6,” for 
rubber tires, the specimens illustrating an automobile tire with 
the mark repeated about the circumferential tread, and it was 
stated that these figures were molded on the tire separated by a 
central rib and connected to it by short bars. Held that applicant 
is entitled to registration if the drawing be amended to show the 
mark as shown in the specimens, namely, as consisting of a plurality 
of units. 


In this case, the Assistant Commissioner, after pointing out 
that the Examiner based his refusal to register on the decision in 
Ex parte The Goodyear Tire § Rupper Company, 145 Ms. Dec. 
167 [14 T. M. Rep. 71], in which registration was refused of a 


*American Woodworking Machinery Co. v. American Saw Mill 
Machinery Co., 146 M. D., 337 and 340. 
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mark consisting of a series of circumferentially disposed, outstand- 
ing, approximately diamond-shaped blocks, making up a non-skid 
tread for an automobile tire, said: 


“In that case applicant had procured a design patent for its tire 
tread. It was obvious that on expiration of the patent the design would 
be free to the public and consequently it could not be given exclusively 
to applicant by trade-mark registration extending for a period beyond 
the period of a design patent. That decision considers many cases and 
reaches the proper conclusion. It is pointed out that there is no showing 
that the mark there in issue was adopted for the purpose of indicating 
origin. I am unable, however, to find that case controlling of the 
present matter. It is clear that the mark here involved is prominently 
enough placed upon the tire to be a distinguishing mark. To be sure, 
it forms a part of the tire and in addition to its distinguishing feature, 
it has the functional purpose of preventing skidding. Neither of these 
considerations, however, entirely precludes the registration of the mark. 
Its registration will prevent no one else from producing a non-skid tread 
or from producing the function applicant accomplishes unless there is 
employed a close copy of applicant’s mark. Any other form of non- 
skid device may be free to the public.” 


~ * * * * oa 


“Applicant points out the common practice among dealers and the 
public generally to recognize and distinguish tires of various makers by 
the form of the tread applied to the non-skid tire. It seems clear that 
the particular form given to such a tread does, in the mind of the public, 
indicate source or origin. When the particular shape is not made the 
subject of patent so that it is dedicated to the public at the end of the 
patent period, I am unable to find any logical reason why the form 
of the tread itself should not be considered a trade-mark by this office, 
especially in view of the fact that it is commonly so considered in the 
trade and by the public.” 

* * ” * * 

“The drawing shows only one unit of the mark, while the specimens 
show the mark as actually used to consist of a plurality of units. The 
drawing should show the mark as used. If the drawing is amended to 
show all that is shown in the specimens, the case may be passed to 
publication.” ? 


Conflicting Marks 


Kinnan, F. A. C.: Held that Hillerich & Bradsby Co., Inc. 
is not entitled to register the notation “Par-X-L” as a trade-mark 
for golf clubs. 

The grounds of the decision are that The Crawford, McGregor 
& Canby Co. had used the notation “Par” on golf clubs prior 
to any date claimed by Hillerich & Bradsby Co., Inc., that the 


* Ex parte, The Fisk Rubber Company, 146 M. D. 359, January 9, 1925. 
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marks are not descriptive; that the opposer had not used his 
mark merely as a grade mark; and that the marks are so similar 
as to be likely to cause confusion in the mind of the public if 
contemporaneously used. 

In his decision, the First Assistant Commissioner, after 
pointing out that The Crawford, McGregor & Canby Co. had 
used different marks, one of which was “Par,” to indicate differ- 
ent styles of clubs, and had used the letter X as the notation 
for grade purposes, and the letters A, B, C, etc., to indicate differ- 
ent kinds of clubs, such as cleek, mashie, etc., said: 

“It is not believed inconsistent to hold that a mark may be used as a 
style or grade mark and also as a trade-mark. Dixie Cotton Felt Mattress 
Co. et al. v. Stearns & Foster Co., 185 Fed. 431, C. C. of A. 7th Cir. 
[1 T. M. Rep. 59]. Much depends upon what interpretation the public 
gives to a notation on the goods as well as what is the intent of the 
producer or owner. It is believed the evidence is sufficient to warrant the 
holding that the purchaser of opposer’s goods would regard the notation 
‘Par X’ as indicating both the style of club and its origin. It would 


seem certain that if applicant’s use is a trade-mark that of the opposer 
is also such a use.” 


With respect to the argument that the notation “Par” is de- 


scriptive, since that word has a certain definite meaning in the 
game of golf and, therefore, the mark would be interpreted to 


mean that with a club so marked a perfect score could be obtained, 
he said: 


“The Examiner of Interferences compared the notation, for the 
purpose of deciding the allegation that the mark was descriptive, with 
the marks ‘Home Run’ and ‘Slugger,’ applied to baseball bats, and con- 
cluded that the notation here under review was not descriptive. With 
this conclusion I am constrained to agree. It is not believed the average 
purchaser would be deceived by such a notation on the club into believing 
that such a perfect score would be made, any more than a ball player 
would believe the terms, above noted, applied to ball bats would produce 
the results suggested if the bats were used.” 


With respect to the similarity of the marks, he said: 


“It is believed the marks or notations are so similar that confusion 
in trade would result. It is in evidence that appellant at one time 
purchased its goods from opposer, received catalogs containing the adver- 
tisement of the Par X clubs, and was familiar with the use by opposer 
of such notation. It would seem the appellant, in adopting so similar a 
notation, did so in the hope of getting something out of it. There was 
a very wide field from which to select a mark and there is shown no 
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reason why appellant should have come so near the notation employed 
by opposer.” * 


Fenninea, A. C.: Held that Alexander Rose is not entitled 
to register the word “Goodeta” as a trade-mark for bread, cakes 
and pies, in view of the prior use by the National Biscuit Company 
of the word “Uneeda” as a trade-mark for the same class of 
goods. 

The ground of the decision is that the goods being of the 
same descriptive properties, the marks are so similar that their 
contemporaneous use would be likely to cause confusion. 

In his decision, after referring to the argument of the ap- 
plicant, based on the holding of the Court of Appeals of the 
District of Columbia in the case of Bartlett Company v. Arbuckle 
Brothers, 307 O. G. 235, 52 App. D. C. 267 [13 T. M. Rep. 22], 
in which it was held that “Havesome” and Drinksum” are not 
deceptively similar, the Assistant Commissioner said: 


“Opposer, however, cites a later case in the Court of Appeals of the 
District of Columbia, National Biscuit Company v. Carr Biscuit Co., 
330 O. G. 669, in which the Court of Appeals likewise reversed the 
Patent Office and found ‘Uneeda’ and ‘Eta’ deceptively similar. 

“I am constrained to believe that the present case must be con- 
trolled by the later case in the Court of Appeals. Clearly ‘Goodeta’ and 
‘Uneeda’ are deceptively similar to the extent that ‘Eta’ and ‘Uneeda’ 
are deceptively similar.” ‘ 


Fennine, A. C.: Held that the Akin Manufacturing Com- 
pany was not entitled to register the word “Shi-Nall” as a trade- 
mark for a liquid polish, in view of the prior use by the Shinola 
Company of the word “Shinola” as a trade-mark for shoe polish 
in paste form, and that the registration of the Akin Manufacturing 
Company should be cancelled. 

The grounds of the decision are that liquid shoe polish and 
shoe polish in paste form are goods of the same descriptive prop- 
erties, that the marks “Shinola” and “Shi-Nall” are deceptively 
similar within the ruling of the Court of Appeals in National 

*The Crawford, McGregor & Canby Co. v. Hillerich & Bradsby Co., 


Inc., 146 M. D. 362, January 15, 1925. 
* National Biscuit Co. v. Rose, 146 M. D. 365, January 27, 1925. 
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Biscuit Company v. Carr Biscuit Company, 330 O. G. 669, and 
that it was admitted that the Shinola Company was the first to use 
its mark.® 


Fennine, A. C.: Held that the applicant is not entitled to 
register the word “Hofood” as a trade-mark for cereals and that 
its registration of this word as a trade-mark for certain goods 
including cereals, should be cancelled, in view of the prior use by 
the H-O Cereal Co., Inc. of the mark “H-O” on goods of the 
same descriptive properties. 

The ground of the decision is that these marks are so similar 
that their contemporaneous use on goods of the same descriptive 
properties would be likely to cause confusion in the mind of the 
public and deceive purchasers. In his decision, the Assistant 
Commissioner after referring to the respective statements that the 
mark “H-O” is the initial of “Hornsby’s Oats” and the Holland 
Food Company’s mark is derived from the first two letters of 
Holland prefixed to the word “food” said: 


“This divergence of derivation may indicate a lack of moral turpitude 
on the part of the Holland Food Corporation, as showing that it did 
not copy the mark of the H-O Company. It is to be remembered, however, 
that trade-marks are used in commerce. They are inspected, memorized, 
and relied upon by the general public. The general public may not know 
and little cares what is the derivation of a mark. The interest of the 
public is in procuring goods of the character represented by the trade- 
mark.” 


* * * eo .& = 


“It seems too clear to need argument that ‘Hofood’ includes as an 
integral, prominent and dominating part of itself ‘Ho.’ This being true, 
we must find the marks so nearly alike as to tend to cause confusion 
when standing together in the trade. The cereals put out by the H-O 
Company include materials for food. It is suggested that the company 
has used on its labels ‘H-O’ and ‘Food’ in close juxtaposition, so that 
the public has learned to accept that combination of syllables to indicate 
goods of the H-O Company. It is not necessary, however, to find such 
proof in order to find !ikelihood of confusion or deception between the 
marks here involved.” * 


*Shinola Company v. Akin = = 146 M. D. 366, January 27, 1925. 
0 


*H-O Cereal Co., Inc. v. 


land Food Corp. 146 M. D. 309, 
January 5, 1924. 
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Fennina, A. C.: Held that the applicant is not entitled to 
register the words “Green Valley” as a trade-mark for butter, 
in view of the prior use by the Blue Valley Creamery Company 
of the words “Blue Valley” on the same goods. 

The ground of the decision is that, it being at best doubtful 
whether there would not be confusion occasioned by the con- 
temporaneous use of the marks, the doubt must be resolved against 
the later comer. 

In his decision the Assistant Commissioner, after stating that 
the Blue Valley Creamery Company had shown prior use of the 
words “Blue Valley,” said: 

“The question then becomes simply whether ‘Blue Valley’ and ‘Green 
Valley’ are sufficiently similar to be likely to cause confusion. I have 
some doubts with reference to this matter. I believe, however, that we 
should follow the well-established rule (Waltke §& Company v. Schafer 
& Company, 273 O. G. 630, 49 App. D. C. 254, 1920 C. D. 167 [10 T. M. 
Rep. 246]), and resolve the doubt against the later comer. 

“Applicant endeavors to show that its goods and opposer’s goods 
have been side by side in the same market for a period of years and 
no confusion has existed. I am unable, however, to find that the proofs 
definitely show that applicant has put out butter marked ‘Green Valley’ 
for more than a very short time prior to the institution of the opposition 
proceedings.” 

* * * + * + 


“Applicant relies upon the suggestion that color may not be adopted 
as a trade-mark, but that principle of law is inapplicable here since the 
marks in issue are not colors but are words.”* 


Fennina, A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for writing paper and cardboard, the 
words “Public Safety Bond,’ the word “Bond” being disclaimed. 
in view of the prior use by the opposer of the words “Public 
Service Bond” on goods of the same descriptive properties. 

The ground of the decision is that the marks are so similar 
that their contemporaneous use would be likely to cause confusion 
in the trade, or, at best, the question is doubtful and the doubt 
must be resolved against the later comer. 

In his decision the Assistant Commissioner said: 


7 Blue Valley Creamery Co. v. Bridgeman-Russell Co., 146 M. D. 310, 
December 6, 1924. 
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“The sole issue here is similarity of the marks. The question, as in 
most trade-mark litigation, is doubtful. I believe, however, that the 
two marks standing side by side in the trade would be likely to cause 
confusion. Any doubt must be waived against the newcomer. Waltke 


& Company v. Schafer Company, 273 O. G. 630, 49 App. D. C. 254, 
1920 C. D. 167 [10 T. M. Rep. 246].”* 


Fennine, A. C.: Held that applicant is not entitled to 
register, as a trade-mark for filters, water coolers and refrigerators, 
a Maltese cross, in view of the prior use established by The Allen 
Filter Company of the same mark on the same goods. 

The decision involved the question of whether the applicant 
could obtain any benefit from the use of a red cross on a drink- 
dispensing machine which included a filter at an earlier date than 
its use of the Maltese cross. The Assistant Commissioner held 
that it could not, since the use of a red cross was forbidden by 


the Act of January 5, 1905, incorporating the American Red 
Cross. 


In his decision the Assistant Commissioner, said: 


“The Centadrink Filters Co., has shown by fairly satisfactory evi- 
dence use of a red cross on a drink-dispensing machine which included 
a filter. This use has been from a date as early as 1905. I am unable 
to believe, however, that such use of the Red Cross establishes in the 
Centadrink Co. any right to the registration of a trade-mark, for the 
reason that the Act of January 5, 1905, incorporating the American Red 
Cross, provides (quoting Section 4 of the Act). 

“The Centadrink Co. cannot base its right to registration here on 
any such unlawful use. The Centadrink Co., however, at some time 
subsequent to 1905 adopted for one of its products, a filter, the Maltese 
cross here in issue. It now urges that when it changed from a red 
cross to the Maltese cross, it still used a cross and is entitled to carry its 
date back to the beginning of its use of any cross at all. I cannot so 


hold, since no rights may be based on the unlawful use of the Red 
Cross.” 


With reference to the question of the indefiniteness of certain 
of the testimony offered on behalf on the Centadrink Filters Co., 
Inc., the Assistant Commissioner said: 


“Counsel here claims a use as early as 1906 and he must prove 
use prior to 1907 in order to antedate the use of the Allen Company. 
No dated contemporaneous documents are produced with reference to 
the manufacture or sale of the devices on which the Maltese cross is 
alleged to have been used prior to 1907, and the only witness who 


* Taylor-Logan Co., Papermakers v. Harlem Card & Paper Co., Inc., 
146 M. D. 311, December 9, 1924. 





136 FIFTEEN TRADE-MARK REPORTER 


endeavors to definitely fix the date prior to 1907 is A. M. Sloss, who 
in one answer, XQ. 53, says ‘somewheres in 1906,’ and in another answer, 
Q. 13, ‘the latter part of 1905, or in 1906” He however, proceeds to 
explain in Q. 14 a reason for the change as a that they were about 
to change the name of the company. It appears, however, that the name 
of the company was not changed until the 24th day of July, 1908 (M. M. 
Sloss, Q. 68).”° 


Fennine, A. C.: Held that applicant is not entitled to 
register, as a trade-mark for men’s and young men’s clothing, 
the words “Mayflower Brand,” surmounting the picture of an 
old-fashioned ship, associated with the initials “K G,” in view 
of the prior adoption and registration by the opposer of the word 
“Mayflower,” and of the picture of a ship, as trade-marks for 
worsted goods for men’s clothing. 

The ground of the decision is that the marks of the respec- 
tive parties are substantially the same and, whether the goods can 
be said to be of the same descriptive properties, or not, the record 
shows that there has been confusion and therefore the Office 
should refuse registration under the ruling of the Court of Appeals 
in the case of Nashua Manufacturing Co. v. Cohen-Fein Co., 323 
O. G. 38, — App. D. C. — [14 T. M. Rep. 220]. 

In his decision, the Assistant Commissioner pointed out that 
the slight differences in the pictures of the ship would not 
attract attention and that usually manufactured articles are not 
regarded as goods of the same descriptive properties as the raw 
stuff from which they are made, cited the decision of the Court 
of Appeals in Nashua Manufacturing Co. v. Cohen-Fein Co., 
supra, and noted the argument that a customer does not usually 
buy suits of clothes on the reputation of a manufacturer of the 
piece goods, but because he is impressed with the style of the 
clothing, and possibly with the character of the seam and trimming, 
and the color and texture of the goods, he then said: 


“There is, however, another separate field of commerce. The retail 
dealer, knowing that his business and his reputation rest upon the 
character of merchandise he handles, goes more thoroughly and more 
carefully into the source and make-up of the goods he purchases. It 
appears that the proprietors of retail stores, in some instances at least, 


*The Allen Filter Company v. Centadrink Filters Co., Inc., 146 M. D. 
$12, December 10, 1924. 
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demand of the manufacturer from whom they buy ready-made clothing 
that the material going into the clothing be Mayflower worsteds, which 
they expect to come from opposer’s factory. It seems likely, therefore, 
that the retail merchant seeing clothing made up bearing opposer’s mark 


placed thereon by applicant will expect the clothing to be made of opposer’s 
goods.” 


And, after referring to the fact that the opposer had sold goods 
for a period to the applicant and had continued such sale notwith- 
standing he had objected to the applicant’s use of the mark, said: 


“Under these circumstances it seems clear to me that while relying 
upon the holding of the Court of Appeals in the Nashua case above 
cited, we may admit that the goods of the parties are not of the same 
descriptive properties, still relying upon that case, the mere identity of 
the marks is such as to ‘have warranted the Patent Office in rejecting’ 
the present application for registration. In order to protect both the 
public and opposer the opposition must be sustained.” ” 


Emblem of Association 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for flour, the words “Safety First” placed 
on a red annulus carried on the side of the pictorial representation 


of a flour sack, in view of the fact that “Safety First” is the 
emblem or insignia of the National Council for Industrial Safety, 
now known as the National Safety Council. 

The ground of the decision is that these words fall within 
the prohibition of Section 5 of the Trade-Mark Act of 1905 
against the registration “of any design or picture that has been or 
may hereafter be adopted by any fraternal society as its emblem.” 

In his decision the First Assistant Commissioner pointed out 
that in 1915 an opposition had been filed by the National Safety 
Council against the registration of these words as a trade-mark 
for cigars; that in this proceeding it was stated in affidavits that 
the National Council for Industrial Safety was formed for the 
purpose of promoting the public welfare; and this organization 
was composed of corporations, firms and individuals interested 
in promoting its objects; and had always been eleemosynary and 
in the nature of a fraternal society; and that after the termination 


* Mayflower Worsted Co. v. Kushner & Gillman, Inc., 146 M. D. 
326, December 17, 1924. 
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of the opposition, request was made that the Examiner “be in- 
structed to take judicial notice of the fact that ‘Safety First’ is 
the emblem of the association” and “be instructed to reject all 
applications for the registration of this emblem on this ground,” 
which request was approved by the then Commissioner. 

After making the statements as above noted, the First As- 
sistant Commissioner said: 

“While the evidence on which the Examiner denied registration in 
the instant case is hearsay in character, yet judicial notice may be and 
is taken of the existence of this organization and its wide use for many 
years of the emblem or slogan ‘Safety First.’ The organization appears 
to be fairly termed a fraternal society. Webster in the New International 
Dictionary, 1919, defines a fraternity as ‘a body of men associated for 
their common interest, business or pleasure.’ A fraternal society or 
association is defined as ‘a society organized for the pursuit or some 
common object by working together in brotherly union.’ It appears clear 
the National Safety Council is properly regarded as a fraternal society 
within the meaning of that clause of Section 5 of the Act of 1905 relied 
upon by the Examiner. While the red ring or band and the flour sack 
are not disclosed in the emblem of the fraternal society, yet the principal 
part of the mark consists of the slogan Safety First and this is common 
to the two insignia or emblems and would be most readily retained in 


the mind of the purchaser. It is believed the statute does not contemplate 
registration under the circumstances here involved.” ™ 


Limitation of Right 


Kinnan, F. A. C.: Held that the Goodall Worsted Co. is 
entitled to register, as a trade-mark for knitted garments, including 
sweaters, three marks consisting, respectively, of the words “Palm- 
Knit,” the representation of a palm tree, and “Palm-Knit’’ ac- 
companied by a pictorial representation of a palm tree, not- 
withstanding the prior adoption and use by the Palm Knitting 
Co., Inc. of a mark consisting of the words “Palm Beach,’ accom- 
panied by the representation of two palm branches, as a trade- 
mark for woolen piece goods and clothing made therefrom. 

The ground of this decision is that, while the goods are 
admitted by the parties to be of the same descriptive properties, 
the record shows that the “Palm Beach” mark was registered 
notwithstanding an opposition brought by the owner of a mark 


“Ex parte, The Sividsborg Milling & Elevator Co., 146 M. D. 334, 
December 19, 1924. 


















DECISIONS OF THE COMMISSIONER OF PATENTS 139 


consisting of the words “Palm Island” together with the repre- 
sentation of a palm tree, in which it was contended by the 
Palm Knitting Co., Inc., that the words “Palm Island” conveyed 
an entirely different idea from the words “Palm Beach,” and that 
the palm tree was altogether different in appearance from the two 
palm branches forming a bracket around the words “Palm Beach,” 
which argument was accepted by the then Commissioner, and that 
in view of this holding the Palm Knitting Company is not entitled 
to any such broad interpretation of its rights as to include the 
words “Palm Knit,” or a palm tree. 

In his decision in Opposition No. 4690, the First Assistant 
Commissioner said: 

“It must be deemed, in view of the decision of the former Commis- 
sioner holding the present opposer entitled to register ‘Palm Beach’ 
over the registered mark ‘Palm Island,’ that the opposer in the case 
at bar is not now entitled to so broad an interpretation of his rights under 
the present mark as to include the representation of the palm tree, since 
not only is the tree different from the branches opposer uses, but the 
tree was part of the mark ‘Palm Island.’ If opposer were the first to 
use some portion of a palm tree on this class of goods, it might well 
be held the applicant had too nearly simulated some of the essential 
features of opposer’s mark. However, since the feature in the applicant’s 
mark, the representation of a tree, is a feature of the earlier registered 
mark ‘Palm Island, over which opposer’s ‘Palm Beach’ mark was held 
registrable, it is not seen that opposer can prevail. Opposer’s contention 


that its mark distinguished from the ‘Palm Island’ mark estops it from 
now contending that its mark should include the palm tree.” 


And in Opposition No. 4691, he said: 


“The palm tree is different in appearance from the two palm 
branches shown by opposer, the word ‘Palm’ was not first used by 
opposer, and the word ‘Knit’ is wholly dissimilar from the word ‘Beach.’ 
The entire significance of the notation ‘Palm Beach’ is also dissimilar 
to that of ‘Palm Knit.’”™ 


No Trade-Mark Use 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the words “Western Union Telegraph” as a trade-mark 
for paper and stationery. 

The ground of this decision is that the applicant is primarily 
in the business of transmitting telegraphic messages for the public 


* Goodall Worsted Co. v. Palm Knitting Co., Inc., 146 M. D. 329, 
331, 382, December 19, 1924. 
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for pay, that the use of this notation on its stationery on which 
messages are written is not trade-mark use, and that the use by 
business concerns for advertising purposes where the stationery is 
sent through the mails, or the use by motion picture concerns 
to exhibit made up telegrams not actually transmitted is such an 
incidental use as to warrant the conclusion that the applicant has 
not made a trade-mark use of these words. 

In his decision, after pointing out that the business of ap- - 
plicant is that of transmitting telegraphic messages and that these 
messages are sent to the party to whom addressed, written on 
stationery bearing the notation in question, and that such station- 
ery is distributed in many places for messages to be written 
thereon, the First Assisant Commissioner said: 


“This use is very clearly in connection with and is incident to the 
rendering of service. If there is any monetary return received by the 
appellant for such stationery, the return is incidental and must be 
included in the price received for the service performed by appellant 
corporation. It may be regarded as settled law for this office, at least 
until some Court of proper jurisdiction has held to the contrary, that 
service of the character rendered by appellant in connection with which 
its stationery bearing its business heads is used does not include com- 
merce of the character with which trade-marks have to do.” 


Then, after referring to the cases of the Third National Bank 
of St. Louis, 260 O. G. 562 [10 T. M. Rep. 52], and All America 
Cables Inc., 141 Ms. Dec. 256 [12 T. M. Rep. 478], the First 
Assistant Commissioner said: 


“Appellant seeks to distinguish the instant case from that of the 
Third National Bank and All America Cables, above noted, by setting 
forth what, for the purposes here involved at least, may be deemed as 
actual facts, that aside and apart from the business of transmitting mes- 
sages telegraphically and the use of the stationery in connection with 
such service, appellant seeks a registration for paper and stationery 
‘distributed gratis to the public and throughout the United States, not 
only for writing thereon messages to be sent by telegraph, but also 
for use in advertising the business of the user (a customer of the 
claimant).” 

* * ~ * * 


“Perhaps the most pertinent case to which my attention has been 
called or with which I am familiar, is that of the Maryland Assurance 
Corporation v. Van Sant, 326 O. G. 469 [14 T. M. Rep. 114], pressed 
by appellant as persuasive of its right to registration. In that case a 
perodic publication advertising insurance ol distributed gratis after 


the manner of house organs was held to be within the meaning of the 
term ‘commerce,’ as used in the Trade-Mark Act. In deciding that 
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case the Assistant Commissioner expressed the view that there was some 
doubt as to whether his liberality in construing the statute should be 
extended to the point of granting registration. 

“It is elie 1 none of these cases justifies the holding that appellant 
has shown trade-mark use of its notation. As stated by it, the use of 
the stationery for personal correspondence, memorandums, and scratch 
pads, is a use ‘not intended by claimant.’ The use by business concerns 
for advertising purposes, where the stationery is sent through the mails, 
or the use by motion picture concerns to exhibit made up telegrams not 
actually transmitted constitute such an incidental use, taken in connection 
with the fact that the blanks are not sold, not distributed as publications 
or periodicals, not distributed primarily or even intentionally for such 
use, constrains me to hold that appellant has mistaken his remedy in 
seeking registration of the notation under the trade-mark statutes.” ™ 


Prior Use 


Rospertson, C.: Held that the opposer had not shown trade- 
mark use of the word “Cycol,” on oils, before the use of the 
applicant of the word “Tycol,” on grease, and that therefore the 
latter is entitled to register the word “Tycol.” 

With respect to the opposer’s contention that it had established 
trade-mark use of the word “Cycol’’ by registration in California 
under the State laws, the Commissioner, after quoting the California 
law, said: 


“This section does not make use in commerce a pre-requisite to 
registration within the terms of Section 5 of the Trade-Mark Act of 
February 20, 1905. The affidavit of ownership required by Section 3197 
does not necessarily imply that sales have been made, as Section 3196 
defines the term ‘trade-mark’ as used in the law to be any word or 
device affixed, ‘to denote any goods to be goods imported, manufactured, 
procured, compounded or sold by him.’ Furthermore, the certificate issued 
by the State of California, in referring to the trade-mark, states it 
‘is to be used from the date hereof.’” 

* * * _ * + 

“It must therefore be held that appellant’s California certificate of 
registration does not in itself establish trade-mark use as of that date 
for registration under the federal statute.” 


With respect to the testimony offered on behalf of the ap- 
plicant, the Commissioner, after pointing out that the witness 
Irvin, who had testified that the Tide Water Oil Company had been 
selling “Tycol” grease since June, 1920, admitted, on cross- 
examination, that he learned this from another employee of the 


*Ex parte, The Western Union Telegraph Co. 146 M. D. 391, 
December 12, 1924. 





142 FIFTEEN TRADE-MARK REPORTER 


company and that he himself was not associated with the company 
until 1921, said: 


“At the close of Irvin’s deposition a statement was put upon the 
record, evidently with the consent of the opposer, that there being no 
contest about the facts a stipulation would be made to cover the same. 
Under the stipulation it was agreed that if Edward F. Powers were 
called as a witness he would testify that a shipment of grease bearing 
the mark ‘Tycol’ had been made to Calcutta, India, as early as August 
9, 1920. The testimony of Irving clearly shows that the applicant con- 
tinued its sales of grease, with the “Tycol’ mark, after Irving’s connec- 
tion with the company in August, 1921.” 


And after referring to the contention that this single ship- 
ment did not establish trade-mark use, he said: 


“In the present case we have the stipulation signed by the attorneys 
in the case, preceded by the statement that there is no contest about the 
facts, and there is nothing in the stipulation to indicate that the ship- 
ment was not a bona fide regular sale in foreign commerce. Moreover, 
the testimony of Irvin shows that the mark in issue had been used 
continuously since his connection with the company, such use being 
‘prior to my being employed by the Tide Water Oil Company, which 
was during August, 1921.’ . 

“As above stated, the Examiner of Interferences finds that appli- 
cant’s trade-mark use began as early as August 9, 1920. This conclusion 
is concurred in.” “ 


Rospertson, C.: Held that the Winchester Repeating Arms 
Co. is not entitled to registration of the words “Winchester Scout,” 
as a trade-mark for pocket knives. 

The ground of this decision is that the mark sought to be 
registered includes the word ‘Scout,’ which word has been ex- 
tensively used by the Boy Scouts of America in its activities, 
and which has been used upon knives placed upon the market for 
the Boy Scouts of America long before the date of adoption of 
its mark alleged by the Winchester Repeating Arms Co. 

In his decision, the Commissioner, after referring to Sec- 
tion 7 the Act incorporating the Boy Scouts of America (39 Stat.- 
at-Large, 227), said: 

“Irrespective of any exclusive rights that may have been given to 
the Boy Scouts of America by the above quoted section, the record in 


this case shows that the word ‘Scout’ and the like has been extensively 
used by that organization for many years for a variety of articles. In 


* Associated Oil Co. v. Tide Water Oil Co., 146 M. D. 314, December 
11, 1924. 
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fact, the record shows that the right of the Boy Scouts of America to 
the use of the word ‘Scout’ or ‘Scouts’ in its activities has been 
recognized by numerous manufacturers who at substantial losses to them- 
selves have voluntarily ceased to use as trade-marks such words as were 
common to the Boy Scouts of America when their attention was called 
to the fact that these words were considered by the Boy Scouts of 
America to be the property of that organization. Moreover, the record 
sustains the claim that a ‘Scout’ knife was placed upon the market for 
the Boy Scouts of America long before January 15, 1923, the date 
claimed by the applicant as the time when it began to use ‘Winchester 
Scout’ as a trade-mark for pocket knives.” 

* * * + » * 

“The record further shows that from 1911 to 1922 the New York 
Knife Company was the authorized maker of the Boy Scout Knife and 
that since 1922 the Ulster Knife Company and the Remington Arms 
Company have been the official manufacturers of the knife bearing that 
mark. 

“From this it would seem that these knives are recognized by the 
Scouts and the public in general as knives which have the endorsement 
of the Boy Scout organization, and not of Winchester origin. To now 
permit the applicant to register the word ‘Scout’ as part of its mark 
would enable it to place upon the market a knife which would doubtless 
be regarded as a knife for Boy Scout use and confusion in the trade 
would be the natural and probable result of such action.” * 


Part of Corporate Name 


Fennina, A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for boots and shoes, the word “United” 
in block type on an irregularly shaped panel lined to indicate 
red color. 


The ground of this decision is that this mark is the pre- 
dominating feature of the name of the United Cigar Stores Com- 
pany of America, which is a corporation. 

With reference to this point the Assistant Commissioner said: 


“Applicant points out that opposer’s name is United Cigar Stores 
Company of America, and urges that ‘United’ is not merely the name of 
opposer, but is only a part of its name. The purpose of the section 
of the statute under consideration was to place a corporation, with 
respect to its name, in the same position as the common law placed 
an individual. Under the common law no one might obtain trade-mark 
rights in the name of an individual. That did not mean that in order 
to contravene this principle one must attempt to adopt the entire name 
of an individual. The name ‘Smith’ could not be registered, although 
no individual’s name is merely Smith. The name might be John Smith 


*Boy Scouts of America v. Winchester Repeating Arms Co., 146 
M. D. 349, December 31, 1924. 
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or William Henry Thompson Smith. In either instance the law looked 
upon ‘Smith’ as merely the name of the individual. In the same way 
the law looks upon the predominating feature of a corporation’s name 
as merely its name, of which registration is inhibited. The case of 
National Cigar Stands Co. v. Frishmuth Bro. Co., Inc., —, 324 O. G. 
675 [14 T. M. Rep. 214], establishes the principle. There, the Court 
held ‘National’ the predominating feature of the National Cigar Stands 
Co., so we must hold ‘United’ the predominating feature of United 
Cigar Stores Company of America.” 
* . * « * . 

“Applicant points out that ‘United’ is not merely a dictionary word 
and in common use for miscellaneous purposes, but that it frequently 
forms a portion of a corporate name and that therefore there is no 
logic in saying that it is the name of opposer. A sufficient answer to 
that is the suggestion that the word ‘Smith’ stands on about the same 
footing. It is a dictionary word, it is in common use, and it is the 
name of a great number of people. Nevertheless, it must be refused 
registration just as much as if it were an unusual name peculiar to 
a single individual.” 

* * * o + - 

“On its face, National Cash Register Co. v. National Paper Products 
Co., 322 O. G. 502, 297 Fed. Rep. 351 [14 T. M. Rep. 218], seems to 
indicate a holding by the Court of Appeals contrary to the conclusion 
I have reached. In that case, however, the Court of Appeals did not 
find that the mark was merely the name of the opposer. The word 
there was ‘the distinctively printed word “National.”’ The issue raised 
there and the issue determined by the Court of Appeals was that the 
goods of the parties were not goods of the same descriptive properties. 
If the same issue had been raised there as was raised in the National 
Cigar Stands Co. v. Frishmuth Bro. & Co., Inc., case, I am unable to see 
that the Court could have avoided doing what it did in the National 
Cigar Stands case, namely, sustain the opposition.” 


With reference to the question whether the word “United” 
is distinctively written, the Assistant Commissioner said: 


“Applicant urges that in its mark ‘United’ is peculiarly written, so 
that it comes within the exception of Section 5 of the statute, and 
hence is not to be excluded from the register. The word ‘United’ is in 
plain block type very prominently displayed on a small panel. This is 
not distinctively printed or displayed. ‘The controlling principle under- 
lying the requirement of the statute is that a mere name may not’ be 
registered unless so displayed as to give such a distinct impression to 
the eye of the ordinary observer that the significance of the mere name 
is outweighed.’ National Cigar Stands Co. v. Frishmuth Bro. & Co., 
supra.” 


With reference to the question of the goods of the two parties 
not being of the same descriptive properties, the Assistant Com- 
missioner said: 


“Applicant urges that the National Cigar Stands Co. case does not 
control here for the reason that the goods of the parties there involved were 





DECISIONS OF THE COMMISSIONER OF PATENTS 145 


of the same descriptive properties, whereas here, applicant applies its 
mark to shoes and o r to cigars, tobacco, candy, etc., which, admitted- 
ly, are goods of different descriptive properties. Eversharp Pencil Co. 
v. American Safety Razor Corporation, 325 O. G. 5, 297 Fed. Rep. 894, 
is a sufficient answer to that, since the goods there were clearly not of 
the same descriptive properties. (See, also, In re American Steel 
Foundries, 1919 C. D. 210, 264 O. G. 354, 49 App. D. C. 16 [9 T. 
M. Rep. 264], where the business of the corporations was of so little 
import that it was not mentioned.)” 


With reference to the question of an alleged estoppel because 
the opposer here did not oppose applicant’s registering a mark 
identical with the one here in issue but without the lining for 
red, which registration has now been cancelled at applicant’s re- 
quest, the Assistant Commissioner said: 


“Opposer did not oppose registration of the mark in 1911 and that 
omission is urged now by applicant as constituting such laches as to 
make it inequitable for the office to entertain the present opposition 
proceeding. I am unable to so hold, for the reason that the present pro- 
ceedings are not equitable proceedings. The trade-mark statute definite- 
ly inhibits the registration of a mark which is merely the name of a 
corporation. The corporation may not waive that inhibition by laches. 
It is given the definite right by the statute to oppose and the statute 
includes no limitation of the time for such opposition other than the 
thirty day period after the publication of the mark. We are not at 
liberty to read into the statute any other limitation, and here, opposer 
came in within the thirty day period.” 


With respect to the difference between the right to use and 
the right to register, the Assistant Commissioner said: 


“Applicant seems to indicate that the present procedure is an attack 
upon its right to use the mark on its shoes. Such is not the fact. The 
determination of applicant’s right to register the mark does not determine 
applicant’s right to the use of the mark. Many marks which are good 
at common law cannot be registered because the statute does not provide 
for their registration. The use of many marks may be continued, 
although they are not such as to be registrable under the Act of 1905. 
At all events, opposer here is seeking no injunction against applicant’s 
use of the mark. Opposer is merely standing upon its naked legal right 
to insist that the inhibition of the Act of 1905 be enforced and regis- 
tration of its name be refused to another.” * 


Refusal to Review 


Kinnan, F. A. C.: The First Assistant Commissioner re- 
fused to exercise the supervisory authority of the Commissioner 


* The United Cigar Stores Company of America v..The Miller Bros. 
Star Shoe Co., 146 M. D. 316, December 11, 1924, 
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and review an order of the Examiner of Interferences requiring the 
American Rotogravure Company to answer certain interrogatories 
under penalty of having the case decided against it pro confesso. 

It appears that the Kimberly-Clark Co. had filed certain 
interrogatories and that the Examiner of Interferences had him- 
self formulated certain interrogatories, based upon similar inter- 
rogatories of the Kimberly-Clark Company, with respect to the 
question whether the American Rotogravure Company had parted 
with its interest in the trade-mark shown in its registration. The 
Examiner of Interferences based his requirement on the ground 
that it would be futile to require the registrant to answer certain 
other interrogatories filed by the Kimberly-Clark Company until 
it was made to appear whether the American Rotogravure Com- 
pany had any interest in or was entitled to defend the registra- 
tion sought to be cancelled.*’ 


* Kimberly-Clark Co. v. American Rotogravure Co., 146 M. D. 324, 
December 15, 1924. 
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